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DETAILED ACTION 

Election Acknowledged 

1. Applicants' election without traverse the invention of Group I encompassing claims 1-10 
is acknowledged. The restriction is made final without traverse. Therefore, the restriction 
requirement is deemed to be proper and made final. 

Status of Application 

2. Claims 1-10 are pending, claims 11-13 have been cancelled and claims 1-10 are presented 

for examination on the merits. The following rejections are made. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 4-7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

5. Regarding claim 4, the phrase "such as" renders the claim indefinite because it is unclear 
whether the limitations following the phrase are part of the claimed invention. See MPEP 

§ 2173.05(d). 

6. Regarding claims 5, it is unclear what is surface is meant by the recitation of 'a soil', 'a 
reactor', and a 'still of tubing'. It is unclear as to what these surfaces are meant to encompass? 
As claimed, these surfaces do not give one of skill in the art sufficient clarity so as to understand 
the invention and understand whether making and using his/her method of disinfecting dirt, an 
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engine or a tube would infringe on the present invention. If retained, the aforementioned surfaces 
should themselves contain modifiers so as to particularly point out and distinctly claim the 
invention. 

7. Regarding claim 5, the phrase "preferably" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. See 
MPEP § 2173.05(c). 

Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 1, 3, 6 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Braun (EP 0194770; of record). 

10. Braun is drawn to disinfectant polymeric coatings and methods of using said solutions on 
hard surface. Example 7 exemplifies such a method. Example 7 discloses applying a film- 
forming liquid disinfectant solution with a hydrophilic polymer that consists of 
cyclohexylmethacrylate, isodecyl methacrylate and 2-hydroxyethyl methacrylate (see instant 
claims 1 and 7) to a glazed and unglazed ceramic tile (see instant claim 3). After application of 
the polymeric disinfectant solution it was then allowed to dry (see instant claim 1). The 
hydrophilic copolymer is taught to be contained in the formulation at a weight percentage of 
4.9% (see instant claim 6). 
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1 1 . It should be noted that the requirement of applying the solution to a 'surface at least 

0. lm 2 ' carries no patentable weight because it occurs in the preamble. A preamble is generally 
not accorded any patentable weight where it merely recites the intended use of a process, and 
where the body of the claim does not depend on the preamble for completeness but, instead 
depends on the process steps or structural limitations. 

12. Thus, Braun anticipates the instantly rejected claims. 

Claim Rejections - 35 USC §103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Braun 
(EP 0194770; of record) in view of Stovicek (US 4990547; of record). 

15. Braun is relied upon for disclosure described in the rejection of claims 1,3,6 and 7 under 
35 U.S.C. 102(b). 

16. As discussed above, Braun is drawn to using disinfectant polymeric solutions on hard 
surfaces. Exemplified hard surfaces include ceramics, glass, formica, plastics and metals (see 
page 2, lines 5-10; see instant claims 2-5). 

17. Braun fails to teach the composition of the method as further comprising silica particles 
at a concentration of from 50 g/L to 250 g/L. 
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18. The teaching of Stovicek cures such a deficiency. Stovicek is drawn to antifouling 
compositions, useful for coating fish netting, boat hulls, roof shingles and so on to prevent 
growth of algae or fungi (see abstract). Specifically, the composition is in the form of an 
emulsion which comprises hydrophilic polymers ethylvinylacetate (EVA) (see Examples 9 and 
10). The composition is taught to comprise up to 20% by weight of filler. Exemplary fillers 
include calcium carbonate and silica (see column 2, line 30). Specifically, Examples 9 and 10 
include silica in the composition at weight percentages of 10% and 20% respectively. 

19. Thus, it would have been obvious to one of ordinary skill in the art to combine the 
teachings of Braun and Stovicek with a reasonable expectation for success in arriving at the 
instantly claimed method of applying a solution of a hydrophilic polymeric material to a mineral 
surface followed by drying. With respect to the requirement of the instant claims that the 
application of the polymeric solution be applied to the surface via brush, roll, or spraying device, 
such processes are considered obvious. Albeit Braun does not specifically disclose how the 
solution was applied to the tiles of Example 7 (see above), such methods of application would 
have been well within the purview to one ordinarily skilled in the art. Braun fails to teach the 
disinfectant solution as comprising silica. Stovicek cures this deficiency. Stovicek teaches that 
their disinfectant solution may comprise up to 20% by weight of filler wherein the filler can be 
that of silica (see Examples 9 and 10). As the instantly claimed silica weight percentage is from 
50 g/L to 250 g/L (corresponds to 0.5% to 25% by weight), the weight percentages disclosed by 
Stovicek would obviate including silica at the instantly claimed weight percentages. Further, 
Stovicek teaches that their polymeric composition can be applied to surfaces via spraying (see 
Example 12). It should be noted that the requirement of applying the solution to a 'surface at 
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least 0.1m 2 ' in claim 1 carries no patentable weight because it occurs in the preamble (see 
above). Still however, one of ordinary skill would be capable of identifying a surface area 
capable of requiring disinfection. If this resulted in a surface with an area of at least 0.1m 2 then 
such a result is obvious and would not have been a product of innovation, but rather one of 
common sense and ordinary skill. Therefore, the invention as a whole is prima facie obvious to 
one ordinary skill in the art at the time the invention was made, as evidenced by the references, 
especially in absence of evidence to the contrary. 

Conclusion 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kyle A. Purdy whose telephone number is 571-270-3504. The 
examiner can normally be reached from 9AM to 5PM. 

21 . If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, can be reached on 571-272-8373. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

22. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free) 



/Kyle Purdy/ 
Examiner, Art Unit 1611 
May 26, 2008 



/MP WOODWARD/ 

Supervisory Patent Examiner, Art Unit 1615 



